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1 . The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claims 2-21 are rejected under 35 U.S.C. 112, first paragraph, because the 
specification, while being enabling for a magnetic recording medium, does not 
reasonably provide enablement for any and all other types of recording media. The 
specification does not enable any person skilled in the art to which it pertains, or with 
which it is most nearly connected, to practice the invention commensurate in scope with 
these claims. 

Applicant's specification makes clear that the claimed DLC film is specifically for 
deposition on a magnetic thin film (See summary of the Invention Col 2 lines 25-36) and 
applicants detailed reasons for why the adhesibility of the claimed carbon film is an 
improvement. Note especially Col 3 lines 60-67. Furthermore only magnetic materials 
are described for the magnetic layer (Col 4 lines 1-5; Col 6 lines 64-67)). There is no 
other disclosure of any other recording medium or of any surface characteristics that 
would enable one of ordinary skill in the art to prepare a recording media other than a 
magnetic recording media that would provide the benefits of the invention. 

3. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 

USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
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patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 .130(b). 

Effective January 1 , 1 994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

4. Claims 2-21 are rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claims 1-19 of U.S. Patent No. 
6805941, claims 1-97 of U.S. Patent No. 5989672, and claims 1-27 of U.S. Patent No. 
5637373 in view of Itoh et al US 5614314! 

The limitations of present claims 2-21 may be found in the limitations of claims 1- 
19 of the '941 patent; see especially claims 2, 6, and 7-10. They are also found in the 
limitations of claims 1-97 of the '672 patent; see in particular claims 1, 3, 6, 31, 32, and 
57. It would have been obvious to one of ordinary skill in the art to vary the limitations to 
create optimum embodiments for a given magnetic layer, head configuration and 
recording-reproducing system. 

Claims 1-27 of the '373 patent teach all of the limitations of the present claims 
except the Hydrogen content of the carbon film and the film's Vickers hardness (See 
especially claims 6, 8, and 11). However DLC carbon films were recognized to contain 
Hydrogen which effected the hardness and surface properties of the film. Itoh et al has 
been provided as evidence of this ) See Claim 8, Figures 1 and 5. 

Therefore, it would have been obvious to one of ordinary skill in the art to vary 
the Hydrogen content of a carbon film to provide an opfimum balance of hardness and 
sliding performance. 
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5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Stevan A. Resan whose telephone number is 571-272- 
1513. The examiner can normally be reached on Tues-Thurs from 7:30 AM to 6:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the e)«iminer's 
supervisor, Carol Chaney, can be reached at 571-272-1284. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 




STEVAN A. RESAN 
PRIMARY EXAMINER 



